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What is an opposition? 

 Post-grant procedure 

 

 Allows public to challenge grant of patent if it considers it to have 

been granted wrongly 

 

 May result in limitation or revocation of patent 

 

GL D I - 1 

 

http://www.epo.org/law-practice/legal-texts/html/guidelines/e/d_i_1.htm
http://www.epo.org/law-practice/legal-texts/html/guidelines/e/d_i_1.htm
http://www.epo.org/law-practice/legal-texts/html/guidelines/e/d_i_1.htm
http://www.epo.org/law-practice/legal-texts/html/guidelines/e/d_i_1.htm


European Patent Office 

Opposition 

 Any person may oppose a European patent 

within nine months of its publication 

 In 73% of opposition decisions, the patent 

is upheld either as granted or in amended 

form 

 In 27% of opposition decisions, the patent 

is revoked 



European Patent Office 

Reasons for opposing a patent 

 Infringement 

 

 Licensing/cross-licensing 

 

 Strategy 

 

 Patent intelligence 

 

 Political/ethical reasons 
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The grant and opposition procedures compared 
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European Patent Office 

Opposition under the EPC 

 Uniform, centralised procedure 

 

 Opposition is a procedure by which any person (but see  D-I, 4 ) 

may obtain the limitation or revocation of a wrongly granted patent 
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Opposition under the EPC: when?  
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European Patent Office 

Early Certainty from opposition 

 15-month timeline:  

− applies to standard cases: One opponent, no witness hearings, 

no legal complications 

− extension of time limits only exceptionally 

 Parallel processing: 

− observations and/or amendments filed by the patentee are 

communicated to the opponent for information 

− file forwarded to the opposition division for preparing the next action 

 Swift decision process: 

− more summoning to oral proceedings at the instance of the EPO 

− summons are dispatched at least six months in advance 

− final date for submissions: two months before oral proceedings 
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Early Certainty from opposition: The workflow 
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Early Certainty from opposition: Indicators 

Opposed patents in 2018 

Patents 

opposed 

3.2% 

Opposition rate 

2014 2015 2016 2017 2018 

4.7% 4.4% 4.0% 3,7% 3.2% 

Patents 

not opposed 

96.8% 

Outcome of decisions 
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Appeal 
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Appealable decisions: Article 106 EPC 

Filing Search Opposition Publication Examination Grant 

Boards of appeal 
Legal Division 

Only decisions are appealable 
Limitation 

http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar106.html
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Oral proceedings  

  Article 116 

Taking of evidence 

Rule  

115 

Rule 

116 

 Summons 

 Non-appearance 

 Invitation  

 Final date for  

   submissions 
Rule 

124  Minutes 

Article 117 Rule 

4 
 Language 

http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar116.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r115.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r115.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r115.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar117.html
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Conduct of oral proceedings  

  Preparation
– Authorisations 

– Late submissions 

– Language requests 

– Parties attending 

Oral proceedings 

Opening Main phase Decision 

Code of conduct 

Rule 

111 

Minutes Notification 

of decision 

http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r111.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r111.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/r111.html


European Patent Office 

Appeals automatically generate jurisprudence (case law) 

 

 In principle, the board's decision applies only to the case appealed 

(Article 111(2) EPC) 

 

 First-instance departments may ignore a BoA decision for other  

similar cases 

 

 However, if the decision is considered particularly important, it is 

incorporated into the Guidelines, for example 

− the definition of the problem-solution approach for assessing 

inventive step in T386/89, T184/82 

 

 

 

Appeals and case law 
 

http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar111.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar111.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar111.html


European Patent Office 

 The EBoA is established by Article 15(g) EPC and its duties are laid 

down in Article 22 EPC. The EBoA 

− clarifies points of law (Article 112 EPC), at the request of  

− the boards of appeal or 

− the President 

− decides on petitions for review (Article 112a EPC)  

 

 The most usual scenario is divergent board decisions on a given topic 

 

 Current examples:  

− G 1/15 Partial priority 

− G 1/16 Disclaimer 

 

 

 

 

 

Enlarged Board of Appeal 
 

http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar112.html
http://www.epo.org/law-practice/legal-texts/html/epc/2010/e/ar112a.html


European Patent Office 

Strictly speaking, EBoA decisions are binding on the boards only for 

the appeal in question (Article 112(3) EPC). 

 

However, their purpose is also to ensure uniform application of the 

law (Article 112(1) EPC) 

 

so … 

decisions of the EBoA (G decisions) generally apply to all future 

cases, and in practice are incorporated into the Guidelines for 

Examination and taken into account when amending the EPC. 

 

 

Effect of EBoA decisions on the boards' case law? 
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 Green technologies are in principle not treated differently from other 

technical areas, so the general case law is applicable to green 

technolgies. 

 

 Some aspects may be more prominent, such as: 

− For inventive step, who is the skilled person in this area? 

− Incorporation of non-technical aspects into claims (energy pricing, 

comfort of the person at home). 

− The “cleanest” energy generation is energy that comes out of no-

where: perpetual motion, violation of thermodynamic laws etc. 

Decisions relevant to green technologies 
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Environmental Engineer 

T 1147/05 is insofar interesting as it addresses at point 3.5 the 

argument of the applicant that “environmental engineer” is a 

recognised technical profession in Germany and that therefore all 

tasks which falls in its field of competence should be considered 

technical, including those which are prima facie business-related. 

The Board disagreed: “The Board notes [...] that any real-world 

engineer is obliged to deal with non-technical issues in the course 

of his work, for example business-related tasks, and this mere fact 

does not render them technical. Processing environmental 

information may well be the task of an environmental engineer, but 

it remains processing of information, i.e. essentially a mental act.” 



European Patent Office 

 T641/00 (COMVIK): 

 

I. An invention consisting of a mixture of technical and non- 

technical features and having technical character as a whole is to 

be assessed with respect to the requirement of inventive step by 

taking account of all those features which contribute to said 

technical character whereas features making no such 

contribution cannot support the presence of inventive step. 

Technical/ non-technical features - Inventive step. 
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II. Although the technical problem to be solved should not be 

formulated to contain pointers to the solution or partially 

anticipate it, merely because some feature appears in the claim 

does not automatically exclude it from appearing in the 

formulation of the problem. In particular where the claim refers to 

an aim to be achieved in a non-technical field, this aim may 

legitimately appear in the formulation of the problem as part of 

the framework of the technical problem that is to be solved, in 

particular as a constraint that has to be met. 

Technical/ non-technical features - Inventive step. 
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Environmental Impact Estimation Method - patentability 

T 1029/06 is insofar interesting as it emphasised that it is not sufficient that 

a mathematical method is applied to “technical data” (e.g. data obtained by 

technical measurement) for it to contribute to technical character of the 

invention (as was arguably suggested in some BoA decisions in the 90s). 

The key question is whether the mathematical method serves a technical 

purpose, i.e. the focus on the technicality of the output rather than of the 

input. This is now well-established in BoA case law and reflected in GL G-II 

3.3 since 2013. 



European Patent Office 

Perpetual motion 

 T 1538/05 

I. The Board held that the claims relate to the discovery of a 

scientific theory rather than a technical teaching. Hence, 

unpatentable under Art. 52, which excludes discoveries and 

scientific theories. 

II. Furthermore, where a method or a device is claimed that is to be 

operated in such a way as to be clearly in conflict with the 

established laws of physics, e.g. perpetuum mobile, such 

invention lacks industrial application unless the appellant 

can clearly and unambiguously demonstrate the contrary. 
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Thank you for your attention! 


